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      he Sid Martin Bio-
      technology Develop-
      ment Incubator (BDI),

a division of the Biotechnology
Program at the University of
Florida, has been ranked a top-
performing technology incuba-
tor in a report produced by the
National Business incubation
Association (NBIA) following
a 12-month analysis of U.S.
Technology business incuba-
tion programs.
   In the recently concluded
study, an industry research team
organized by NBIA examined
the make-up and performance
of technology incubators across
the country to determine the
characteristics key to high-per-
forming programs. Seventy-
nine programs participated in

the study, which was funded by
a grant from the U.S. Depart-
ment of Commerce’s Office of
Technology policy.
   BDI was ranked in the top ten
programs in the study in terms
of average employment growth
achieved by client companies.
  “The ultimate goal of an in-
cubation program is to facilitate
the business success of its cli-
ent companies,” said Dinah
Adkins, NBIA president and
CEO. “The Sid Martin Biotech-
nology Development Incubator
has created a program that pro-
vides biotech entrepreneurs
with the resources they need to
create high-growth enterprises,
which has benefited both the
entrepreneurs and Florida’s
business community.”

   Business incubation pro-
grams catalyze the process of
starting and growing compa-
nies by providing entrepreneurs
with the expertise, networks
and tools they need to make
their ventures successful. These
programs help emerging busi-
nesses survive the risky start-
up phase by providing them
with an array of business sup-
port services, such as flexible
leases and on-site business
counseling, with a goal of
graduating successful firms that
create jobs and build wealth in
their communities.
   Out of the 79 programs ana-
lyzed by NBIA, BDI ranked
seventh in terms of average
employment growth of its cli-
ent companies, fourth in terms

he long journey from
laboratory observa-
tion or idea to product

comprises many steps, each of
which is a filter that can delay, stop,
redirect or perhaps speed up the
progress of your invention. One of
the most important is the very first,
where your institution’s tech trans-
fer or licensing staff decides
whether and how to proceed with
your invention. It’s not a bad idea
for you, as the inventor, to famil-
iarize yourself with the basic prin-
ciples of the art of early-stage tech-
nology assessment or evaluation.
The more questions you have an-
ticipated, the smoother and faster
the process will be, and the more
likely that the invention will be
commercialized. And if perchance
your invention is not accepted, un-

T
derstanding the formal process may
give you assurance that the deci-
sion was made objectively, and may
give you direction for improving
your invention, or the next one.
While there is no universally ac-
cepted, standard way to evaluate
early-stage inventions, this article
will give you a taste of several more
or less formal approaches, and a
sense of the key issues.
   Al Rubenstein, formerly of Eli
Lilly, and developer of a software
protocol for technology evaluation,
summarizes the issues this way:
“Technology assessment consists
of far more than asking ‘does the
gadget work?’”
   The most important question is
rather, will it sell? Is it sufficiently
better, faster, cheaper than existing
alternatives (preferably all three)
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that a company would consider in-
vesting? Yet these questions don’t
always admit objective answers, es-
pecially at the early stage an idea
or a test result first emerges from a
laboratory. Rubenstein’s software
allows the user to rate inventions
on a scale from 1 to 10, thereby con-
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average equity investment, and
first in terms of the amount
of intellectual property that
its client companies have li-
censed into their operations.
“While we know that our en-
trepreneurs and staff are work-
ing hard to make this incubator
a success, it is gratifying to see
it reflected in this national sur-
vey,” said Dr. Sheldon Schuster,
Director of the Biotechnology
Program at UF.  “One of the
major keys to our success has
been the strong working rela-
tionship between the tenants of
the incubator and the UF Office
of Technology Licensing.”
These impressive results reflect
BDI’s and OTL’s ongoing com-
mitment to its companies and to
its surrounding community.

verting subjective judgments into
numerical quantities which can be
added, averaged, and ranked. (He
recommends assembling a panel of
experts for each area, if possible.)
Rubenstein analyzes: technical
merit (which itself includes com-
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Academe vs. Industry: Which is Better for Inventors?
t the moment, the
job market favors
the job seeker. With

the so-called New Economy’s
premium on familiarity with
new technology, computer and
technical skills, web savvy, and
content, tenure-track and even
tenured researchers have been
pondering the leap from the fa-
miliar confines of the ivory
tower into the hurly-burly of the
marketplace. The trade-off is

A between guaranteed employ-
ment (if you achieve tenure) in
academe, and potentially higher
salaries in industry. Even that dis-
tinction can be misleading; there
are other, subtler differences to
consider. A recent public listserv
thread highlighted some of the
points on both sides.
   The Bayh-Dole Act of 1980
that authorized sharing royal-
ties with faculty inventors has
made it possible to have your

cake and eat some of it too. Uni-
versities and government labo-
ratories are required to give a
significant share of royalties
earned on patents to the inven-
tors, even while they keep their
academic positions.
   What about industry? Some-
one now in academe wrote in,
“At SmithKline, I got $1 for the
US rights and $10 for the for-
eign rights. Even worse, the $1
was mounted behind Lucite and

I’ve yet to spend it. I forgot
what happened to the $10.”
   Some companies have given
substantial bonuses for impor-
tant inventions. Kary Mullis,
who invented the polymerase
chain reaction (PCR) process
that has revolutionized genetic
analysis, received a $10,000
bonus for his invention. The
company later sold for close to
a billion dollars on the basis of

continued on next page

plexity, stage of development, re-
verse engineering threat and
novelty, among others), propri-
etary position (how resistant to
challenge a patent might be,
and how broad a field it could
dominate), competitive envi-
ronment, market requirements,
technical hurdles,
manufacturability, regulatory
issues, time to market, organi-
zational needs, estimated costs and
return on investment.
   Universities, federal labs and hos-
pitals, of course, need only find a
licensee, not carry a product all the
way to market, so their screening
has a slightly different emphasis
than does Rubenstein’s, which may
be more appropriate for companies.
Many institutions now use a tech-
nology evaluation worksheet, often
based on the model developed by
the University of British Columbia,
later modified by the Association
of University Technology Manag-
ers (AUTM), the professional
membership society for academic
and hospital technology licensing
officers, which once devoted an
entire meeting to the topic. The
worksheet, like the software, can
help make sure that all factors are
considered.
   Most institutions do not have the
time and staff to pursue every last
possibility for all the inventions
brought to them. They must per-
form “triage,” prioritizing their

scarce resources to concentrate on
the inventions most likely to repay
the investment. Also, performing
even an abbreviated version of
the analysis a company may
conduct helps the licensing of-
fice anticipate concerns and
even target the marketing to the
companies most likely to be
interested. After all, companies
think hard before committing
not just the royalties, but the ten
to one hundred times that
amount that they will have to
spend to bring the product to
market. Here are just a few of
the factors licensing officers may
consider:
• Literature search completed

and clean (we hope you didn’t
just reinvent something)

• No publications pending
(publication before a patent
application is filed causes the
restriction or loss of world-
wide patent rights, reducing
the value dramatically)

• Easy-to-demonstrate, con-
vincing technology (Is there a
working prototype? Can you
show activity in more than a
single mouse?)

• Long product cycle
• Fills identifiable and market-

able need
• Market sizable and growing
• Prospective licensee identified
• Improvements in functional-

ity or performance or cost re-
duction >20%

• Inventor availability for fur-
ther development

   While it’s not necessary for you
to work through all the steps in the
evaluation, you can help ensure that
your idea does get the best possible
treatment by taking a proactive
stance with the technology trans-
fer or licensing office at your insti-
tution. At a recent tech transfer
meeting, Teri Willey of ARCH
Development Corp. said bluntly
that it helps her decide to pursue a
project if the inventor has thought
about potential licensees.
   Willey also freely admits that she
responds most favorably to a dy-
namic, enthusiastic but realistic fac-
ulty member. If you don’t believe
in your invention, why should any-
one else? At the same time, you
should appreciate that yours is not
the only invention in her caseload,
and that a company interested in
developing your invention into a
product may—or may not—need
you to stay involved.
   Venture capitalist Steve Sammut
of Access Partners (and former di-
rector of tech transfer at the Uni-
versity of Pennsylvania) and Kathy
Denis, Rockefeller University and
formerly at Allegheny Health, Edu-
cation and Research Foundation
described a “dream” case study of
a technology that evolved into a
startup called Chipchem. Several of
the elements mentioned above
came together to help make the pro-

cess a success.
   When the inventions were dis-
closed (meso-scale analytical de-
vices constructed on a silicon or
plastic chip), the inventors handed
over a package that anticipated
questions that the licensing office
would ask:
   The disclosure package was
signed and dated by all three inven-
tors;
   It gave a general background to
help the licensing office understand
how the technology could be used;
   It summarized prior disclosures,
grant applications and presentations
— with dates;
   In addition, the inventors were
able to tap an outside financing re-
source (very rare, of course, but
welcome). A former colleague in
the venture capital field arranged a
small seed investment to fund early-
stage development, and soon there-
after, the venture group funded a
sponsored research agreement to
develop prototypes.
   The lessons: anticipate, commu-
nicate, be proactive, use all of your
contacts and resources and focus on
objective measures — don’t be se-
duced by the subjective values of
the technology. And finally, if it
looks like your invention can’t sur-
vive this gauntlet, don’t despair—
keep inventing! Most successful
inventors do.

© UVentures, Inc.  All rights re-
served.
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its ownership of his patent.
Mullis did go on to win the
Nobel Prize, which was prob-
ably some consolation to him.
   If seeing your work have an
impact on the world motivates
you, the business world may be
for you, since companies want
to see something on sale now!
But theory and practice can di-
verge: occasionally a company
cuts R&D to lower expenses.
   There are other differences:
   “When I left academia for an
R&D position in industry, my
salary almost doubled, in addi-
tion to very generous benefits.
My employer supplied excel-
lent facilities for my work, ex-
cellent support staff, and a very
nice office (with windows and
an attractive view). The com-
pany also subsidized a cafete-
ria with a gourmet chef, and it
provided door-to-door service
to the airport for business
travel. The work was challeng-
ing and stimulating, and I was
able to attend numerous profes-
sional meetings, including sev-
eral trips abroad.”
   A former industry researcher
now in academe retorted:
   “Were you able to keep your
own hours upon your own
whim & come and go as you
please? Were you able to pub-
lish your work at will with no
say by the company in whether
you could publish or in the con-
tent of those publications [Not
to mention even voicing opin-
ions]? Were you able to make
your own decisions about intel-
lectual property in terms of
whether you should even dis-
close something as a patentable
invention or not? Were you able
to do whatever research you
wanted to do just to satisfy your
own scientific or academic cu-
riosity? Would it raise eye-
brows if you came to work ev-
ery day in jeans & sneakers?

Did you have the right to vote
on who your next boss was go-
ing to be? Did they call you
“professor”? Did your com-
pany grant you tenure???”
   That’s half of it. The corpo-
rate world seldom supplies
“free” labor sources like stu-
dents. You can request addi-
tional help in next year’s bud-
get, but the decision may have
little to do with the merit or
novelty of your proposal and is
certainly not judged by peer re-
view—whatever its flaws.
   If you think faculty commit-
tee meetings and grant applica-
tions are a burden, try nine
scheduled meetings a week—
the burden of at least one cor-
porate manager we know. Add
monthly and quarterly reports
to direct supervisors and dot-
ted-line executives, plus divi-
sion-to-corporate reports. Quar-
terly forecasts that don’t meet
(often undisclosed or changed)
financial hurdles are rejected
and must be redone. Welcome
to the land of Dilbert!
   We’ve looked at established
companies; what about
startups? Why not abandon the
sedate world of academe for
untold riches in the new-
economy world?
   Startups may be the right
choice for you, but they don’t
guarantee future riches. Of the
fraction that survive, few of
those go public. Despite spec-
tacular counter-examples, only
a fraction of those rise dramati-
cally above the initial offering
price; even fewer stay high be-
yond the initial lock-up period.
Only a few of the employees
get any significant stock op-
tions—and despite the technol-
ogy stock run-up of the late
nineties and early 2000, if your
startup makes it over these
hurdles, the investment fad of
the day could change.
   Venture capitalists can flood

startups with cash, but they can
also dole it out at a painfully
slow pace, and even deliber-
ately starve a company just to
get a larger share of ownership
on the next round. (For caution-
ary examples, read Startup: A
Silicon Valley Adventure, by
Jerry Kaplan, and High Stakes,
No Prisoners: A Winner’s Tale
of Greed and Glory in the
Internet Wars,  by Charles
Ferguson.)
   Remember, more and more
institutions are allowing faculty
inventors to receive some stock
in a startup while keeping their
academic posts.
   Money isn’t the only issue. At
a startup these days, getting the
product to market is a race with
numerous competitors, and ev-
ery hour not devoted to getting
the product out the door is be-
grudged. One person who
crossed over “to the dark side,
“reminisced that as a member
of the university, he had “beat-
up old skis,” which he’d curse
as he traversed the slopes for
an hour or so before coming

into work. In his new job in in-
dustry, he could finally afford
new boots and skis, “but I’ve
never had time to use them yet.”
   While some academic admin-
istrators have been known to
compare getting the faculty to
agree on something to herding
cats, managing employees
whom you can command and
threaten to fire, but who may
also suddenly quit for the next
startup, or turn around and sue
you is not necessarily any
easier. And just as difficult, you
often have to “manage up.” In
industry, despite the “politically
correct” rules, you can still be
fired on the spot for personal-
ity and behavioral traits and
actions. Said one university ad-
ministrator: “I get irritated with
the few [faculty members] who
are self-righteous and disin-
genuous, especially when they
use outside pressure. In private
industry, they would be canned
for that.”
   What’s the bottom line?
Sometimes, the bottom line
isn’t the most important one.

continued from previous page

Academe vs. Industry: Which is Better for Investors?

1.  Know your technology transfer office contact—and call any time!

2.  Understand that the university owns your inventions (in your line of
inquiry)…even if you conceived it in your shower at home.

3.  Think about what you want out of a relationship with industry
(funding? publications? etc.) and tell your   contact.

4.  Keep good lab records: contemporary, in ink, in a bound notebook,
pages consecutively numbered, signed, witnessed and dated.

5.  Obtain material transfer agreements for anything you send out, and
understand who controls what rights in the ones you sign.

6.  Make sure you’re in compliance with the IP terms of all grants—including
both federal and private funding sources.

7.  Read the shrink-wrap agreement on any software tools you use.
Most require that you show their trademark—at the very least.

8.  Know the difference between inventorship—a legal question—and
authorship. Your institution’s policy may allow participants to share in
any returns, regardless of whether they are legally inventors.

9.  For best results: learn about the process, if possible bring an
interested company name along with the disclosure, champion the
development of your invention, and stay involved.

10.  Did we mention this? Call your technology transfer department—first!

Researchers’ Tech Transfer Checklist

◆
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 “I Haven’t ‘Disclosed’ Anything—Just Published a Paper
or Two…” or the Power of Jargon

ne of the very first
questions a licensing
or tech transfer officer

or patent attorney will ask a re-
searcher about his or her inven-
tion is “Have you disclosed this
to anyone?” And very often the
answer comes back firmly, “Of
course not.” Only after a few
minutes might it emerge that
the inventor has published two
papers, given a talk, shared data
over the web with colleagues at
other institutions, including
perhaps a company or two…but
“disclose? Never. I know that
much, at least.”
   Why would a highly-edu-
cated professional fail to under-
stand that exposing the inven-

tion to other people by any
means constitutes “disclosure?”
After all, it’s a word whose
meaning hasn’t changed much
over the centuries, according to
the Oxford English Dictionary.
In the sense, “To open up to the
knowledge of others,” the ex-
ample the OED uses first is “I
dare min herte well disclose.”
That’s Gowers in 1393. In
1509, Hawes rhymed it: “They
are not all disposed So for to do
as ye have here disclosed.” And
one more, to rub it in: “If you will
promise to kepe that close, which
I shall disclose unto you,” T. Wil-
son, 1551. (Neat, isn’t it, the way
that last 450-year old quote an-
ticipates your need for a “non-

disclosure agreement,” which
will protect your patent rights and
opportunities.)
   Perhaps the failure to under-
stand the plain meaning of the
word is a sign of the power of
jargon. People may feel that a
familiar word, coming from the
lips of a professional, possibly
an attorney, must mean some-
thing different from ordinary
language. It would be under-
stood only approximately by
non-initiates into the order, per-
haps as something covert, shad-
owy, possibly shady, or even
criminal.
   Happily, that’s usually not the
issue at all. It’s just that under
patent laws worldwide, if an

advance or invention is known
before the proper documents
are filed at the patent office, it
no longer can be considered
novel—a fundamental element
in the qualification of patent-
able material. In the United
States, there is a window of a
year from the time of first dis-
closure to allow you to file the
patent, but rights in the rest of
the world will be lost, dramati-
cally reducing the value and
incentive for a company to
make the investments needed to
commercialize it. The moral of
our story: if in doubt about the
meaning of a word, plain or
fancy, ask! It’s the scientific
thing to do.
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